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Bird Barrier of America, Inc. has filed an application

to register on the Principal Register the mark "Bl RD BARRI ER' and

e

Birg Barrier

desi gn, as reproduced bel ow,
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for "pest control devices, nanmely, non-electric netal wre
attached to a structure for deterring birds from |l andi ng and
perching. "1

Ni xal ite of Anerica Inc. has opposed registration on
the sole ground that applicant's mark is unregistrable in the
absence of a disclaimer of the generic term"BIRD BARRIER " In
particul ar, opposer alleges that "[s]ince a date |ong before the
earliest date on which Applicant may claimany rights in the
opposed trademark or any colorable imtation thereof, Cpposer
has used in comrerce the term'bird barrier' as the generic nane
for goods sold by Qpposer™; that applicant's nmark includes "the
generic term'bird barrier' that is used by the relevant trade or
industry for all goods in a particular category, and does not
di stingui sh the goods of any party fromthe goods of any other
party"; that opposer "needs to use the term'bird barrier' as the
generic nane for certain goods that are sold by Opposer, in order
to conpete effectively in the relevant trade and market"; that
opposer thus "would be injured by the registration of the opposed
trademark”; and that, accordingly, in order for such mark to be
regi strable, "the opposed application be anended to include a
di sclai mer of 'BIRD BARRIER ."

Applicant, in its answer, has denied the salient
all egations set forth in the notice of opposition.

The record consists of the pleadings; the file of the

opposed application; and, as opposer's case-in-chief, notices of
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reliance on excerpts fromvarious printed publications and
official records, namely, a building and construction trade
directory, certain tel ephone directories, a nmagazine entitled
"Your Church,” a third-party registration, information with
respect to two prior abandoned applications by applicant, and

i nformati on concerning a prior abandoned application by a third
party.2 Applicant's case-in-chief consists of notices of
reliance on various third-party registrations, articles froma
magazi ne entitled "Pest Control Technol ogy" and newspaper

articles fromthe "Los Angeles Tinmes."3 Neither party took

1 Ser. No. 75631260, filed on February 1, 1999, which alleges a date of
first use anywhere and in commerce of June 30, 1998. The word "Bl RD'
i s disclained.

2 However, in an order issued on June 18, 2004, the Board anobng ot her
things granted a notion by applicant to strike opposer's notices of
reliance to the extent that opposer's sixth and el eventh notices of
reliance were stricken because the evidence attached thereto,

consi sting of printouts of pages fromlnternet websites, is not proper
subject matter for a notice of reliance and hence is inadm ssible.

See TBMWP 8704.08 (2d ed., 1st rev. March 2004). Such evidence,

t heref ore, has been given no further consideration herein.

3 The Board's order of June 18, 2004 also granted a notion by opposer
to strike certain exhibits which were attached to a declaration by an
attorney for applicant which applicant submtted in connection wth
its notices of reliance. The exhibits, consisting of printouts of
pages fromlnternet websites, were stricken inasnmuch as applicant
conceded that such printouts were inadmssible. C. Mchael S. Sachs
Inc. v. Cordon Art B.V., 56 USPQ2d 1132, 1134 (TTAB 2000) [a printout
retrieved fromthe Internet does not qualify as a printed publication
under Trademark Rule 2.122(e) and thus its "introduction ... by way of
a notice of reliance is inproper"]; and Raccioppi v. Apogee Inc., 47
UsP@d 1368, 1370 (TTAB 1998) ["[t]he el enent of self-authentication
which is essential to qualification under [Trademark] Rule 2.122(e)
cannot be presunmed to be capable of being satisfied by Internet
printouts”]. Wile the Board, in a footnote, additionally noted in
its order that "the question of the admi ssibility of the declaration
... was not raised by opposer,"” it is pointed out that Trademark Rul e
2.123(b) specifies in relevant part that: "By witten agreenent of
the parties, the testinobny of any witness or w tnesses of any party,
may be submtted in the formof an affidavit [or declaration] by such
wi tness or witnesses.”" @G ven the absence, however, of any witten
agreenent by the parties with respect to the subm ssion thereof, the
declaration fornms no part of the record in this proceedi ng and has
accordi ngly not been given any further consideration. W hasten to
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testi nmony and opposer did not offer any evidence in rebuttal.
Briefs have been filed and an oral hearing, attended by counse
for the parties, was held.

As a prelimnary matter, applicant argues in its brief
that, notwithstanding its disclainmer of the word "BIRD' (which it
asserts was done to "advance all owance of the application"), its
"Bl RD BARRI ER' and design mark is a unitary mark which, because
the words therein are so integrated with the arc and bird designs
as to forma single distinct commercial inpression, a disclaimer
of the term"BIRD BARRIER'" is "unnecessary.” W agree with
opposer, however, that applicant's mark is not unitary and thus,
if the term"BIRD BARRIER' is proven to be generic, a disclainmer
thereof is required in order for applicant's nark to be entitled
to registration

Section 6(a) of the Trademark Act, 15 U.S.C. 81056(a),

provides in relevant part that an applicant nay be required "to
di scl ai m an unregi strabl e conponent of a mark ot herw se
regi strable."4 However, as explained in Dena Corp. v. Belvedere
International Inc., 950 F.2d 1555, 21 USPQ2d 1047, 1051 (Fed.
Cr. 1991):
[ Section 6(a)] adopts the ... policy of
exenpting unitary marks fromthe disclainer
requirenent. .... A wunitary mark sinply has

no "unregistrabl e conponent,” but is instead
an inseparable whole. A unitary mark cannot

add, nonethel ess, that even if such declaration were to be consi dered,
the result in this proceeding woul d be the sane.

4 Wi le Section 6(a) also provides that "[a]n applicant may voluntarily
di scl ai ma conponent of a mark sought to be registered,” applicant
di sclaimed the word "BIRD' pursuant to a requirenent for such



Qpposition No. 91122927

be separated into registrable and

nonregi strabl e parts. Because unitary marks

do not fit within the |anguage of section

[6(a), the United States Patent and Tradenark

O fice] ... cannot require a disclainer.

A unitary mark, as set forth in TMEP Section 1213.05 (3rd ed.,
rev. 2, 2003), has been defined as foll ows:
A mark or portion of a mark is

considered "unitary" when it creates a

commerci al inpression separate and apart from

any unregi strable conmponent. That is, the

el enents are so nerged together that they

cannot be divided to be regarded as separable

el enents. |If the matter that conprises the

mark or relevant portion of the mark is

unitary, no disclainmer of an el enent, whether

descriptive, generic or otherwise, is

required.

Contrary to applicant's assertion, which is undercut by
the fact that it has disclainmed the word "BIRD," in this case the
term "BIRD BARRIER'" is not an inseparable part of the mark "Bl RD
BARRI ER' and design viewed as a whole. Plainly, the words "Bl RD"
and "BARRI ER' are separate fromthe arc and bird designs in
applicant's mark and neither is connected by any |ines or other
design features to the arc and bird design elenents. Such words,
therefore, are sinply not so nmerged together in applicant's nmark
that they cannot be regarded as separate. The term "BIRD
BARRI ER' which results fromthe conbination of such words clearly
forms its own separate and di stinct commercial inpression.
Applicant's mark consequently is not unitary and, if shown to be

generic, the term "Bl RD BARRI ER' must be di scl ai ned. >

5 See, e.qg., Dena Corp. v. Belvedere Int'l Inc., supra at 1052 [mark
consi sting of the words "EUROPEAN FORMULA" depicted above a circul ar
design on a dark square or background for cosnetics held not unitary];
In re Lean Line, Inc., 229 USPQ 781, 782-83 (TTAB 1986) [mark "LEAN
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Turning, therefore, to the issue of whether the term
"Bl RD BARRI ER' is generic, applicant is correct that, as argued
inits brief, it is opposer, as the party asserting such a ground
for opposition, who bears the burden of proof wi th respect
thereto.® See, e.qg., Racine Industries Inc. v. Bane-C ene Corp.
35 USPQ2d 1832, 1838 (TTAB 1994) ["(Opposer, as the party
contending that the designation 'PCA is a generic termfor
applicant's professional carpet cleaners' association, bears the
burden of proof thereof"]. Moreover, while it is indeed curious
that neither party nade of record a definition of the word

"barrier,"™ we judicially notice?” for present purposes that, for

i nstance, the Random House Wbster's Unabridged Dictionary (2d

LINE" for low calorie foods found not unitary; requirenment for

di scl ai mer of "LEAN' held proper]; Inre IBP, Inc., 228 USPQ 303, 304
(TTAB 1985) [mark "1 BP SELECT TRIM for pork held not unitary; refusa
of registration affirmed in absence of a disclainer of "SELECT TRIM];
In re Uniroyal, Inc., 215 USPQ 716, 719 (TTAB 1982) [mark "UN ROYAL
STEEL/ GLAS" for vehicle tires found not unitary; requirenment for

di scl ai mer of "STEEL/ GLAS' held appropriate]; and In re EBS Data
Processing, Inc., 212 USPQ 964, 966 (TTAB 1981) [mark "PHACTS POCKET
PROFI LE" for personal medication history sunmmary and record forns held
not unitary; refusal to register affirned in absence of a disclainer
of "POCKET PROFILE"].

6 Al though opposer, inits reply brief, contends that "[o] nce the issue
of whether an alleged tradenmark is generic has been rai sed, the burden
of proof is on the owner of the alleged trademark to prove that it is
not generic, so long as the alleged trademark is not federally
registered," the cases and other authority cited by opposer in support
t hereof are inapposite inasnmuch as opposer is not asserting tradenark
rights in the term"BIRD BARRIER " Rather, opposer is alleging the
antithesis thereof, that is, that such termis generic and hence is
devoi d of any trademark significance.

71t is well established that the Board may properly take judicial
notice of dictionary definitions. See, e.d., Hancock v. American
Steel & Wre Co. of New Jersey, 203 F.2d 737, 97 USPQ 330, 332 (CCPA
1953); University of Notre Dane du Lac v. J. C. Cournet Food |Inports
Co., Inc., 213 USPQ 594, 596 (TTAB 1982), aff’'d, 703 F.2d 1372, 217
USPQ 505 (Fed. Cir. 1983); and Marcal Paper MIIs, Inc. v. American
Can Co., 212 USPQ 852, 860 n. 7 (TTAB 1981).
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ed. 1998) at 171 defines such word as a noun neaning: "1.
anything built or serving to bar passage, as a railing, fence, or

the like: People may pass through the barrier only when their
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train is announced. 2. any natural bar or obstacle: a nountain
barrier. 3. anything that restrains or obstructs progress,
access, etc.: a trade barrier. 4. Alimt or boundary of any
kind: the barriers of caste. 5. Physical CGeog. An antarctic ice
shelf or ice front. 6. See barrier beach. 7. barriers, Hist.
the palisade or railing surrounding the ground where tourneys and
jousts were carried on. 8. Archaic a fortress or stockade."8 1In

a like vein, Webster's Third New International Dictionary (1993)

at 179 lists "barrier"” as a noun connoting, inter alia, "1 obs :
BARRI CADE; esp : an outer defense to inpede or stop an eneny 2 :
a material object or set of objects that separates, keeps apart,
demarcates, or serves as a unit or barricade ... 6 : a factor
(as a topographic feature or a physical or physiological quality)
that tends to restrict the free novenent and m ngling of

i ndi vi dual s or populations.” Although the above definitions have
been set forth for the sake of conpleteness, it is obvious that,
in the context of applicant's and opposer's bird control

products, the nost pertinent ones are the first and third

definitions fromthe Random House Webster's Unabri dged Dictionary

and those which are nunbered "2" and "6" in Webster's Third New

| nternational Dictionary.

According to the record, advertisenments by both opposer
and applicant have appeared together under the sane product
category heading in the sanme edition of a building and

construction trade directory. Specifically, The Bl ue Book

8 The sane definition is set forth in the Random House Dictionary of
the English Language (2d ed. unabridged 1987) at 171.
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Bui l ding & Construction (2000), which touts itself as "THE

STANDARD REFERENCE BOOK for the BU LDI NG AND CONSTRUCTI ON

| NDUSTRY, " sets forth ads by "Nixalite of Anmerica Inc.” and "BIRD
BARRI ER AMERI CA, I NC." which appear on the sanme page under the
category headi ng "Bl RD BARRI ERS, REPELLENTS & CONTROLS." In
particular, the ad under opposer's nanme states that "Nixalite
offers only the best barriers, controls and repellents for pest
birds and ani mal s" and offers "Bird Control That Wrks! N xalite
Stainless Steel Bird Barriers,” while the ad that displays
applicant's mark and illustrates a device of "Stainless Stee

Spi kes" refers to "Bird Control Sol utions" which are "Guarant eed
to out-performall conpetitors.” On the sane page of such
directory, an advertisenent by a third-party, "NATION WDE BI RD
CONTROL, " makes reference to "Quality Barriers Installed.”

Wth respect to the tel ephone directory excerpts made
of record by opposer, pages fromthe Novenber 1999 "Quad Cities
White and Yel | ow Pages” display "Bl RD BARRI ERS, REPELLENTS &
CONTROLS" as a topical heading and set forth, anong the three
entities listed therein, "N XALI TE Bl RD BARRI ERS" by "N XALI TE OF
AVERI CA INC." Likew se, the Novenber 1976 "Quad Cities ...

Yel | ow Pages" lists "Bird Barriers, Repellents & Controls" as a
product category heading, followed by the nane of a third-party
entity, while the Novenber 1958 "DAVENPORT ... TELEPHONE

DI RECTORY" sets forth the sanme product category headi ng and
features a display ad by "N XALITE CO OF AMERICA, " which is one

of the two providers listed, containing the statenent "RIDS
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BUI LDI NGS OF BIRDS!" and picturing a device with nmultiple spikes.
The sane device is also illustrated in an ad by "N XALI TE
COVPANY" for a "N XALI TE Stainless Steel Bird Barrier," which
appears in a one-page excerpt fromthe magazi ne "Your Church,”
and contains the follow ng statenent: "O course you're proud of
your church! Keep its loveliness intact from danaging bird
debris with a recogni zed and proven bird repellent."?®

As to the various official records of the United States
Pat ent and Trademark O fice which have been introduced by
opposer, the third-party registration for the mark "TOPRI TE, "
whi ch i ssued on Novenber 11, 1980 as Reg. No. 1,141,349 and is
i ndi cated as being subsisting, utilizes the term"bird barrier”
in identifying the goods listed therein, which are set forth as
"olefin netting for the top of game bird pens and for use in
ot her areas where it is necessary to erect a bird barrier nade of
netting." Simlarly, information concerning a prior application
by a different third-party reveals that Ser. No. 74679905, which
was filed on May 25, 1995 to register "SPIKES' as a nmark for a
"bird barrier for pestiferous birds" based upon a claimof a bona
fide intention to use such termin comrerce, was abandoned on May
20, 1997. In addition, information with respect to two prior
applications by applicant shows that Ser. No. 75342442, which was
filed on August 18, 1997 to register "BIRD BARRIER' as a mark for

"pest control devices" based upon an allegation of first use

9 Al t hough the acconpanying notice of reliance thereon recites that the
excerpt is from"the Septenber/Cctober, 1967 edition," we can give no
credence thereto since the only indication of a date on the excerpt
itself is an obviously hand-witten notation of "Sept/Cct 1967."

10
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t her eof anywhere and in comrerce on June 30, 1993, was abandoned
on Novenber 27, 1998, while Ser. No. 75084013, which was filed on
April 4, 1996 to register "BIRD BARRIER' as a mark for "bird

abat enent systens and educational prograns” based upon an

all egation of first use thereof anywhere as of June 1993 and
first use in comrerce as of August 1993, was abandoned on March
21, 1997. No information is given, however, as to why such
appl i cations were abandoned.

The various third-party registrations nmade of record by
applicant reveal, in each instance, that no disclainer of the
word "BARRI ER' was made in connection with marks in which such
word constitutes an elenment thereof. Specifically, applicant
i ntroduced registrations for the following: (a) the nmark "SOUND
BARRI ER, " whi ch issued as Reg. No. 679,323 in connection with
"ear protectors in the formof ear nuffs for protection agai nst
noi se” on May 26, 1959 and is indicated as being subsisting; (b)
the mark "SKIN BARRI ER " which issued, with a disclainer of
"SKIN," as Reg. No. 1,896,760 in connection with a "nedi cated
anti bacterial hand creant on May 30, 1995 and is indicated as
bei ng subsisting; (c) the mark "RUST BARRI ER," which issued, with
a disclaimer of "RUST," as Reg. No. 1,902,273 in connection with
a "rust sealant in the nature of a coating"” on July 4, 1995 and
is indicated as being subsisting; (d) the mark "BARNACLE
BARRI ER, " whi ch issued as Reg. No. 2,137,255 in connection with
"exterior paints and seal er coatings for use on boats, underwater

structures and equi prent” on February 17, 1998 and is indicated

11
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as being subsisting; (e) the mark "ROACH BARRI ER, " whi ch i ssued,
with a disclainmer of "ROACH," as Reg. No. 2,314,936 in connection
with "insecticides for donmestic use" on February 1, 2000 and is
i ndi cated as bei ng subsisting; and (f) the mark "MOSQUI TO
BARRI ER, " which issued, with a disclainmer of "MOSQUI TO " as Reg.
No. 2,057,052 in connection with a "nosquito repellent to repe
nosquitos [sic] fromfoliage, nanely flowers, grasses,
ornanental s, shrubs, trees, vines, edible plants, fruits,
berries, vegetables, field crops and standing water” on April 29,
1997 and is indicated as being subsisting. 10

Al so made of record by applicant are two articles from
a trade magazi ne entitled "Pest Control Technol ogy" and two
newspaper articles fromthe "Los Angeles Tinmes." |In particular,
an article fromthe March 1998 issue of "Pest Control

Technol ogy, " which is entitled "Taking The 'Nuisance' Qut O

Nui sance Sparrows," states in relevant part that:
Sparrows can be denied from using and
defacing building | edges with one or nore of
several different | edge denial repellents.
These include nechani cal spikes, wires and
chem cal repellents. Wen using these tools,
the key to long termresults, and thus cost
ef fectiveness, is a careful and thorough
installation. .... The small sparrowis
qui te adept at roosting on | edges only %
inches wide. They will take quick advantage
of any gaps or snall spaces left to them by
| edge repellents on their favorite | edges.
Addi tionally, the mechanical prickly
repel | ent devices nust be inspected
periodically and cl eaned of debris such as
| eaves and twigs. Oherw se, accumul ating
debris will protect sparrows fromthe prickly

10 Applicant states in its brief, however, that "[a]fter Applicant
submitted its Notice of Reliance [thereon], the registration for
MOSQUI TO BARRI ER was cancel | ed under Section 8 on January 31, 2004."

12
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effect of the projections and they wl|
continue to use the building area.

Worse, sparrows will sonetines nest
directly on top of the accunul ating debris.
The nechani cal | edge repellents and their
installation can be expensive, but for areas
under heavy bird pressure, the results
justify the cost.

The sticky bird repellents (e.g., Hot
Foot ® Roost No More® and ot hers) are nost
appropriate for small-to-nedi umsized jobs
and i nfestations where the nechani cal
repell ents m ght be too cost prohibitive.
And they can be used to suppl enent the nore
per manent prograns of netting and nechani cal
repel |l ents.

Regardless, it is inmportant to consider
that nost chemi cal repellents |ast for about
one year. |In areas of excessive heat, dust,
or the food debris resulting fromfood
production, gel repellents may only last for
several weeks. ..

Anot her article fromthe Novenmber 2002 issue of the sane
magazi ne, which is entitled "[ VERTEBRATE PESTS] Managi ng Crows,
Part I1," provides in pertinent part that:

VI SUAL REPELLENTS. For nmany crow
probl ens around buil di ngs, visual repellents
offer a highly practical approach for
managi ng crows that seemto be |ingering
around parking lots or building exteriors.
Many vi sual repellents have been tried over
t he years, sonme proving nore successful than
others. Anong the nost effective are
different types of netallic |ooking balloons,
tapes and streaners. .

REPELLENTS AND NETTING As with other
urban pest bird species, crows can be denied
access to structural utility conmponents ..
by custominstall ment of any of the various
types of structural repellents and/or bird
netting products. Thus, prickly netal and
plastic strips, tightly strung wires al ong
| edges, bobbi ng Daddi -l ong-1eg devices and so

13
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forth can protect a specific area from crows
and ot her pest birds.

Wth respect to the newspaper articles introduced by
applicant fromthe "Los Angeles Tines," the one fromthe June 9,
1991 edition, which is headlined "Tape Keeps Birds From
Plundering Fruit Trees,"” recites in relevant part that:

| f you have a bird problemin your hone
fruit orchard or vegetable garden, there's a
new product that can help you humanely and
i nexpensively control the problem

The product is "bird scare flash tape”
and it conmes from Japan, where it has been
used with great success in protecting fruit
and rice crops.

The scare tape consists of Myl ar-coated
plastic tape that is 7/16th wide. ....
Sunlight is reflected off the tape and seens
to signal danger to birds. .

According to John Kaye, a Washi ngton
appl e grower who inports the tape to this
country, the scare tape results in a 75%to
90% reduction in bird damage to fruit or
veget abl e crops.

I f you would like to sanple the bird
scare tape in your home orchard, the m ni mum
order is five rolls for $12 ...
The other article, which carries the headline "Banishing Birds to
Nature, Gently, Soars as Industry,” is fromthe January 11, 1999
edition and states in pertinent part that:
Today the firmsells spikes, netting and
wire to keep birds fromroosting where
they're not wanted. This isn't bird feed
we're tal king about. Bird-B-Gone has 50, 000
clients, including Disneyland and Sea Wrl d.

"Bird Control' Yield Mre Firns, Profits

14
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In the last six years the nunber of
conpani es that specialize in the new
i ndustry, called "bird control,"™ has junped
fromfewer than 500 to nore than 3,000,
according to a trade nmagazi ne cal |l ed Pest
Control. No one has tracked how nuch noney
the firnms take in overall. But one sector of
the industry, conpanies that manufacture
nets, repellents and other products to
di scourage birds, does nore than $30 mllion
in sales annually, up from$8 mllion five
years ago.

A Redondo Beach firmcalled Bird Barrier

America Inc., founded in 1993, is the second-

| argest manufacturer of bird repellents in

the country. .... It has a newsletter

called "Bird Droppings,” and clients include

Sea Wrld and Walt Disney World. The federal

government has installed its netting on the

Capitol to keep birds fromdoing to our

el ected representati ves what conmes naturally.

As set forth in H Marvin Gnn Corp. v. International
Associ ation of Fire Chiefs, Inc., 728 F.2d 987, 228 USPQ 528, 530
(Fed. Cir. 1986), "[a] generic termis the common descriptive
name of a class of goods or services." Moreover, as noted
earlier, not only does opposer bear the burden of proof with
respect to its claimof genericness, but such clai mnust be
establ i shed by a preponderance of the evidence. See, e.q.,
Capital Project Managenent Inc. v. IMDSI Inc., 70 USPQd 1172,
1178 (TTAB 2003). It is also well settled, however, that a
showi ng of the genericness of a termrequires "clear evidence"
thereof. Inre Merrill Lynch, Pierce, Fenner & Smth, Inc., 828

F.2d 1567, 4 USPQ2d 1141, 1143 (Fed. G r. 1987). ee also In re

American Fertility Society, 188 F.3d 1341, 51 USPQd 1832, 1835-
36 (Fed. Gir. 1999). Consequently, as stated in Anerican

15
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Fertility Society, id. at 1836, a ternis "[a]ptness is
insufficient to prove genericness"; instead, "the correct |ega
test for genericness, as set forth in Marvin G nn, requires
evi dence of 'the genus of goods or services at issue' and the
under standi ng by the general public that the mark [or term at
issue] refers primarily to 'that genus of goods or services.'"

Specifically, in Marvin G nn, supra at 228 USPQ 530,
our principal reviewing court held that:

Determ ning whether a mark [or a term

is generic therefore involves a two-step

inquiry: First, what is the genus of goods

or services at issue? Second, is the term

sought to be registered ... understood by the

rel evant public primarily to refer to that

genus of goods or services?
Furthernore, in applying such standard, the Board, for exanple,
has noted that, as set forth in In re Leatherman Tool G oup Inc.,
32 USPQ2d 1443, 1449 (TTAB 1994), "evidence of the rel evant
public's understanding of a term nmay be obtained from any
conpet ent source, including newspapers, nmgazi nes, dictionaries,

catal ogs and ot her publications,” citing In re Northland Al um num
Products, Inc., 777 F.2d 1566, 227 USPQ 961, 963 (Fed. Cr
1985) .

Appl yi ng the above standards, we nust first identify
the category of goods in issue. |In this case, the category or
type of goods identified in applicant's involved application is
clear: "pest control devices, nanmely, non-electric netal wire
attached to a structure for deterring birds from |l andi ng and

perching.” The record also includes references to and

illustrations of mechanical spikes or wires, including

16
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applicant's "Stainless Steel Spikes," which are for use on
structures for deterring birds fromalighting and/or roosting.
Thus, for purposes of determ ning whether the term "Bl RD BARRI ER"
is generic, we find that the category of goods under the first
step of the test in Marvin G nn is pest control devices
consisting of non-electric netal wires or spikes for attachnent
to a structure to deter birds fromlanding and perching. As is
plain therefrom the relevant public for such goods constitutes
t hose who are concerned with controlling the | andi ng and perchi ng
of pest birds on structures such as conmercial buildings and
churches. The relevant public, therefore, would obviously
i ncl ude both those in need of pest bird control devices, e.qg.,
bui | di ng managers and nai nt enance personnel, and those who nake,
sell, furnish and/or install such devices, e.g., pest control
conpani es in general and bird abatenent businesses in particular.
Turning, then, to the second prong of the Marvin G nn
anal ysis, the critical inquiry in this case is whether the term
"Bl RD BARRI ER" is understood by the relevant public primarily to
refer to pest control devices consisting of non-electric mnetal
wires or spikes for attachnent to a structure to deter birds from

| andi ng and perching. W find that, Iike such terns as "bird

repellent,” "bird control”™ and "bird scare tape,” which applicant
admts are generic for various pest bird control devices and has
i ntroduced evidence sufficient to establish the genericness of
such terns, the preponderance of the evidence clearly shows that
the term"BIRD BARRIER' is a generic termin that it is

understood by the relevant public as primarily referring to the
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category or class of goods which constitutes pest control devices
consisting of non-electric netal wires or spikes for attachnent
to a structure to deter birds fromlanding and perching.

Applicant, in this regard, concedes in its brief that
the copy of the advertisenment nade of record by opposer fromthe
publication "Your Church" "shows that Opposer used ... the phrase
"Nixalite Stainless Steel Bird Barrier' in its advertisenent."
Appl i cant contends, however, that "[t]his use by Qpposer does not
show t hat the rel evant public understands the term ' Bl RD BARRI ER
to refer to Applicant's goods.” In fact, applicant asserts that
none of the evidence which opposer has properly nmade of record
suffices to show the rel evant public's primary understandi ng of
such termand that, accordingly, "Opposer has failed to carry its
burden of proof on the issue of genericness.” W disagree.

In particular, applicant's adm ssion in its brief that
the ad in the magazi ne "Your Church" "shows that Qpposer used ..
the phrase "Nixalite Stainless Steel Bird Barrier' inits
advertisement” is sufficient to establish that opposer has a rea
commercial interest in using the term"BlIRD BARRI ER' and, thus,
has standing to bring this proceeding. Simlarly, the ads by
opposer and applicant which appear in the excerpt from The Bl ue

Book Building & Construction trade directory evidence that

opposer is a conpetitor to applicant in the marketplace for "BIRD
BARRI ERS, REPELLENTS & CONTROLS." Applicant's ad, which appears
under the sanme product heading as opposer's ad, even refers to
"Bird Control Solutions” which are "Guaranteed to out-perform al

conpetitors.” In view thereof, opposer has plainly shown a rea

18
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commercial interest in using the term "Bl RD BARRI ER' generically
to designate its "Nixalite Stainless Steel Bird Barriers" and
t herefore has standing to oppose.

In addition, the advertisenents by opposer in "Your

Church" magazi ne and The Bl ue Book Building & Construction trade

directory evidence that, contrary to applicant's contentions, the
rel evant public understands the primary significance of the term
"BIRD BARRIER' to refer to bird repellents |ike those offered by
applicant. The "N XALITE Stainless Steel Bird Barrier" which is

illustrated in the "Your Church"” nagazine ad is touted as "a
recogni zed and proven bird repellent,” while the Nixalite
Stainless Steel Bird Barriers" and the illustration of such a

product which are pronoted in the The Bl ue Book Building &

Construction trade directory evidence that the rel evant public

woul d regard the term "BIRD BARRIER' (and the plural thereof) as
a product designation or category for pest bird control devices
consisting of netal wires or spikes, just as the relevant public
woul d al so understand, as applicant has admtted and the evi dence
shows, that the term"bird repellents” (and the singular thereof)
i kewi se generically designates the sane product category or

class. 1! |ndeed, the excerpts from The Blue Book Building &

Construction trade directory and the Novenber 1999 "Quad Cities

Wiite and Yel |l ow Pages, ™ which in each instance display "BIRD
BARRI ERS, REPELLENTS & CONTROLS" as a topical heading, and the

excerpts fromthe other tel ephone directories, which in each case
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i kewi se show "Bird Barriers, Repellents & Control s" as a product
or category headi ng, not only denonstrate that the rel evant

public would understand that "bird barriers,” "bird repellents”
and "bird control s" are each generic terns, but that such terns
woul d be regarded as synonyns. Furthernore, the Novenber 1999
"Quad Cities Wite and Yel |l ow Pages” contains a listing for

"Nl XALI TE Bl RD BARRI ERS" by "N XALI TE OF AMERI CA INC." Such

evi dence, therefore, is additional proof of the genericness of
the term"BIRD BARRIER' with respect to applicant's goods and the
| i ke goods of others in the bird abatenent field, including
opposer . 12

To the extent that applicant, in light of the

introduction to its brief,13 al so appears to argue that "BIRD

11 There is no material difference, in a trademark sense, between the
singular and the plural formof a word or term See, e.g., WIlson v.
Del aunay, 245 F.2d 877, 114 USPQ 339, 341 (CCPA 1957).

12 W& agree with applicant, however, that none of the various official
records of the United States Patent and Trademark O fice which were

i ntroduced by opposer is probative of whether the term "Bl RD BARRI ER'
generically designates goods of the kind for which applicant seeks
registration of its mark. Specifically, the third-party registration
for the mark "TOPRI TE' does not pertain to goods of the genus or type
involved in this proceeding; instead, it covers the kind of "bird
barrier"” which, as identified therein, consists of "olefin netting for
the top of ganme bird pens and for use in other areas where it is
necessary to erect a bird barrier nade of netting." The information
concerning a prior filed and subsequently abandoned application by a
different third-party to register "SPIKES' as a mark for a "bird
barrier for pestiferous birds" evidences only that such an application
was filed. Likewi se, the information as to two prior filed and | ater
abandoned applications by applicant shows only that such applications
were filed; such informati on does not, as previously noted, indicate
any reason why the applications were abandoned. Nonethel ess, the
various official records offered by opposer are not necessary in order
for there to be sufficient clear evidence which establishes opposer's
cl ai m of genericness by the preponderance of the evidence properly of
record.

13 Applicant asserts therein that:
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BARRI ER' has not been shown to be a generic termfor its products
because the record shows that such goods are advertised and known
to the relevant public solely as "bird repellents,” it is settled
that a product can have nore than one generic nane. See, e.q.,
In re Sun G| Co., 426 F.2d 401, 165 USPQ 718, 719 (CCPA 1970)
(J. Rich, concurring); In re Recorded Books Inc., 42 USPQd 1275,
1281 (TTAB 1997); and In re National Shooting Sports Foundati on,
Inc., 219 USPQ 1018, 1020 (TTAB 1983). The significance of the
fact that a product can have multiple generic nanes is, in this
case, twofold. First, the fact that the articles introduced by
applicant fromthe "Pest Control Technol ogy" trade journal and
the "Los Angel es Ti nes" newspaper use terns other than "bird
barrier” or "bird barriers” to refer to bird control products
(e.g., "bird scare tape" and various types of "repellents,”
i ncluding "visual repellents” and "l edge denial repellents" such
as "mechani cal spikes, wires and chem cal repellents") does not
mean that, by the absence of any references therein to "bird
barrier” or "bird barriers,” those terns cannot be generic.
Second, while applicant is correct in arguing that
“"there is no dictionary definition of the phrase 'BIRD

BARRI ER, ' "14 the dictionary definitions of the word "barrier,"”

Bird Barrier America, Inc. ("Applicant"), founded over
ten years ago, is the second | argest nanufacturer of bird
repellents in the United States and its products have been
featured in publications such as the Los Angeles Tines ...
Applicant's clients include | arge conpani es such as Sea
Worl d® and Walt Disney Wrld® and its bird repellent
products can be found protecting fanmous nonunents, such as
the United States Capitol (see, 1d.).

14 The fact, however, that a termor phrase is not found in a
dictionary or other standard reference work is not controlling on the
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whi ch we have judicially noticed, confirmthat pest control
devi ces consisting of non-electric nmetal wires or spikes for
attachment to a structure to deter birds froml andi ng and
perching are, in a sense, a kind of "barrier." Specifically, as
the illustrations of applicant's and opposer's goods make pl ain,
the protruding netal wires or spikes on such products act as a
barrier to deter birds fromlanding or perching in the sense that
they serve to bar passage, as a railing, fence or the like, to a
bui l ding | edge, roof or other structural feature where birds
woul d ot herwi se alight or roost. That is, applicant's and
opposer's bird repellents obstruct birds' access to structura
el enents of a building, thereby preventing themfrom | andi ng or
perching thereon. Such goods are obviously material objects that
separate, keep apart or serve as a unit or barricade to birds in
that they tend to restrict their free novenent and mngling. W
have no doubt, therefore, that as clearly shown by the excerpts
made of record by opposer fromvarious printed publications, the
rel evant public primarily understands "Bl RD BARRI ER' as a generic
termfor the genus of goods at issue herein. |Indeed, such
evi dence suffices to denonstrate that the termwould only have a
generic significance.

Nonet hel ess, applicant further contends that the
various third-party registrations which it has nmade of record for
mar ks whi ch include the word "BARRI ER' as a separate el enent but

whi ch do not al so include a disclainer thereof "are sufficient

guestion of the registrability thereof. See, e.qg., In re Gould Paper
Corp., 834 F.2d 1017, 5 UsPQ2d 1110, 1112; o and In re Oleans W nes,
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to, at a mnimm raise doubts as to whether the phrase 'BIRD
BARRIER is a generic termfor Applicant's goods.” None of such
regi strations, however, is for any type of bird control or

abat enent product. Moreover, even if sone of such registrations
are considered to be anal ogous to applicant's mark, since they

i nclude marks in which the word "BARRIER' is preceded by the
generic nane for a kind of pest species (e.g., "BARNACLE BARRI ER"
for "paints and seal er coatings for use on boats," "ROACH

BARRI ER' for "insecticides for donestic use" and "MOSQU TO

BARRI ER' for a "nosquito repellent”), such fact does not entitle
applicant to registration of its mark absent a discl ai ner of

"Bl RD BARRI ER. " Each case, as applicant correctly notes inits
brief, "nmust be decided on its own facts" and, |like a nerely
descriptive term a termwhich is genericl> "is not registrable
nerely because other simlar marks appear on the register." See,
e.g., Inre Nett Designs Inc., 236 F.3d 1339, 57 USPQ2d 1564,
1566 (Fed. Cir. 2001) ["Even if some prior registrations had sone
characteristics simlar to [applicant’'s] application, the ..

al | omance of such prior registrations does not bind the Board or
this court”]; and In re Pennzoil Products Co., 20 USQP2d 1753,
1758 (TTAB 1991). In any event, none of the third-party

regi strations offered by applicant is persuasive of a contrary

finding in this case, nor do they singly or collectively serve to

Ltd., 196 USPQ 516, 517 (TTAB 1977).
15 As pointed out in Marvin G nn, supra at 228 USPQ 530: "The generic
nane of a thing is in fact the ultimate in descriptiveness."”
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create any doubt as to the genericness of the term"BIRD
BARRI ER, " given the clear showi ng thereof nade by opposer

Finally, we note applicant's observation that "COpposer
has offered only scant references” in support of its claimof
genericness. Applicant speculates, in view thereof, that "[i]f
the term'BIRD BARRIER was truly a generic termfor 'pest
control devices, nanely non-electric netal wire attached to a
structure for deterring birds fromlanding and perching' then
there would |ikely be many references avail able to Qpposer where
that phrase is used in a generic manner." Suffice it to say,
however, that while the evidence which supports opposer’'s claim
of genericness is nodest, it nonetheless is clear evidence that
the primary--and i ndeed sol e--significance of "BIRD BARRIER' to
the relevant public is that of a generic termwhich refers to the
cl ass or genus of pest control devices consisting of non-electric
nmetal wires or spikes for attachnment to a structure to deter
birds fromlandi ng and perching. 1 Accordingly, opposer has net
its burden of proof of genericness by a preponderance of the
evi dence and applicant's nmark is not registrable in the absence
of a disclainer of the generic term "Bl RD BARRI ER. "

Deci sion: The opposition is sustained and registration
to applicant is refused. Nevertheless, in accordance with
Trademark Rule 2.133(b), this decision will be set aside and

applicant's mark will be forwarded for registration if applicant,

16 Such evi dence, noreover, is nore extensive than that offered by
applicant to support its contentions regarding the existence of other
generic ternms for its goods.
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no later than thirty days fromthe mailing date hereof, submts

an appropriate disclainmer of the words "Bl RD BARRI ER. " 17

17 See TMEP Section 1213.08 (3d ed. 2d rev. May 2003) for the proper
format for a disclainer.
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